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DETAILED ACTION 

Receipt is acknowledged of the Applicant' Remarks and Amended Claims filed 
on 7/3/2006. 

As a result of Applicant's claim amendments, the 35 (JSC §102 rejections over 
US Patent 5,635,250 ('250) are hereby withdrawn. 

Applicant's arguments and claim amendments see Remarks and Claims, filed on 
7/3/2006, with respect to the 35 USC §102 rejections over US Patent 5,635,250 ('250) 
have been fully considered and are persuasive. The Finality of the 2/2/2006 rejection 
has been withdrawn. 

NEW REJECTIONS: 

The following is a list of maintained rejections: 

Claim Rejections • 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact temis as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 7-8 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for a method of producing silicone treated powders 
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wherein said powders have an average particle size of not more than 0.1 microns when 
heated in the second step at a temperature of 270°C for 3 hours and said powders have 
an average particle size of less than 0.1 microns when heated in the second step at a 
temperature of 400°C for 3 hours, does not reasonably provide enablement for the a 
method of producing silicone treated powders wherein said powders have an average 
particle size of not more than 0.1 microns when heated in the second step at a 
temperature of 260°C - 350°C for 1-5 hours and said powders have an average particle 
size of less than 0.1 microns when heated in the second step at a temperature of 330°C 
- 480°C for 1-5 hours. The specification does not enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to practice the invention 
commensurate in scope with these claims. 

After carefully evaluating the instant specification, the examiner respectfully 
asserts that one of ordinary skill in the art would be forced to undergo undue 
experimentation in order to practice the invention commensurate in scope with these 
claims. Specifically, as set forth in the instant specification, coated powders have an 
average particle size of not more than 0.1 microns when heated in the second step at a 
temperature of 270''C for 3 hours or the coated powder can have an average particle 
size of less than 0.1 microns when heated in the second step at a temperature of 400''C 
for 3 hours (pages 9 - 17 in the instant specification). After carefully reviewing the 
instant specification, there is no data indicating that coated powders can have an 
average particle size of not more than 0.1 microns when heated in the second step at a 
temperature of 260°C - 350°C for 1-5 hours or that powders can have an average 
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particle size of less than 0.1 microns when heated in the second step at a temperature 
of 330°C - 480°C for 1-5 hours. Moreover, the examiner respectfully points out that the 
ranges of claims 7-8 overlap. That is, as set forth in the instant claims 7-8, at a 
temperature of 330°C - 350°C for 1-5 hours, the powder can seemingly have an 
average particle size of not more than 0.1 microns as well as an average particle size of 
less than 0.1 microns. The examiner respectfully submits that this inconsistency is 
further evidence that one of ordinary skill in the art would be forced to undergo undue 
experimentation in order to practice the invention commensurate in scope with these 
claims. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 6, 10-11 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 
08-092484 ('484). 

'484 disclose a method of coating a nanoparticle or powder with various silicon- 
based materials (paragraphs 0026 - 0164). According to *484, the silicon precursors 
used to coat the powder contain at least one Si-H group and are represented by the 
following structural formula: 
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(R^HSiO)a(R^R^SiO)b(RVR^SiOi/2)c 

Like the instant claim set, "c" can be 2 and "a" and "b" are within the ranges as set forth 
in the instant claim 6. 

According to *484, the powder substance can be coated with a silicone-based 
material at a temperature up to 300^*0 for 1 hour or more (paragraph 0046). The 
examiner respectfully submits that this meets the limitations of the instant claim 6. Like 
the instant claim set, the reaction may take place in the gaseous phase (pargarph 
0046). 

The claims are therefore anticipated by JP 08-092484 ('484). 

Claim Rejections - 35 USC § 103 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 6. 10-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

JP 09-26871 ('871) in view of US 2002/014094 ('094). 

'871 teach a method of coating a nanoparticle or powder with various silicon- 
based materials (paragraphs 0018 - 0051). The nanoparticles may be metal, organic 
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pigment, or inorganic pigment (paragraphs 0027 -0028). According to '871, the silicon 
precursors used to coat the powder contain at least one Si-H group and are represented 
by the following structural formula Claim 4 and paragraph 0018): 

(R^HSiO)a(R^R^SiO)b(R*R^R^SiOi/2)c 

Like the instant claim set, "c" can be 2 and "a" and "b" are within the ranges as set forth 
in the instant claim 6. 

According to '871, the powder substance can be coated with a silicone-based 
material at a temperature of about 400''C (paragraph 0046). Although '871 teach that 
the powder may be heated to a temperature of about 400°C, '871 is silent with respect 
to the amount of time said powder should be heated. 

However, '094 teaches the advantages of heating the powder-particles at a 
temperature between 200°C - 500°C for a time period between 30 minutes to 4 hours. 
Like the instant claim set, said particles may be heat treated in an atmosphere of inert 
gas (paragraph 0101). As taught by '094, heating the powder-particles at a temperature 
of 200°C - 500°C for a time period between 30 minutes to 4 hours has the benefit of 
increasing the heat resistance, adhesion, and insulation of said particles (paragraph 
0101). Because, as set forth in '094, heating the powder-particles at a temperature of 
200*0 - SOO'C for a time period between 30 minutes to 4 hours has the benefit of 
increasing the heat resistance, adhesion, and insulation of said particles, one of 
ordinary skill in the art would have been motivated heat the particles advanced by '871 
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to a temperature of 200^C - 500°C for a time period between 30 minutes to 4 hours. 
Again, according to '871, the powder substance can be coated with a silicone-based 
material at a temperature of about 400°C. The examiner respectfully submits that '094 
provide the requisite motivation to heat said particles for a time period between 30 
minutes to 4 hours. Based on the teachings of '094, there is a reasonable expectation 
that heating the powder-particles at a temperature of 200°C - 500^*0 for a time period 
between 30 minutes to 4 hours would effectively modulate the heat resistance, 
adhesion, and insulation of said particles. As such, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to heat the particles 
advanced by '871 to a temperature of 200''C - 500°C for a time period between 30 
minutes to 4 hours in view of teachings of '084. 

Response to Arguments 

Applicant's arguments with respect to claims 6-8, 10-1 1 have been considered 
but are moot in view of the new ground(s) of rejection. 

Correspondence 

Any inquiry concerning this communication or eartier communications from the 
examiner should be directed to David L. Vanik whose telephone number is (571) 272- 
3104. The examiner can normally be reached on Monday-Friday 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward, can be reached at (571) 272-8373. The fax phone 
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number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




